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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 02 March 2007 . 
2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-39 is/are pending in the application. 

4a) Of the above claim(s) 1-17.30 and 39 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 18-29 and 31-38 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1-17, 30, and 39 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected group and species, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in the reply filed on 3/2/2007. 

2. Applicant's election with traverse of species of vinylamine, vinyl alcohol, and 
monosaccharide is acknowledged. The traversal is on the ground(s) that the species 
are not distinct. This is not found persuasive because applicant has not submitted 
evidence or identified such evidence now of record showing the species to be obvious 
variants or clearly admit on the record that this is the case. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 18-29 and 31-38 are rejected under 35 U.S.C. 112, first paragraph, as 
based on a disclosure that is not enabling. The method of causing the crosslinking 
reaction to proceed further is critical or essential to the practice of the invention, but not 
included in the claim(s) is not enabled by the disclosure. See In re Mayhew, 527 F.2d 
1229, 188 USPQ 356 (CCPA 1976). Applicants claims require that the reaction 
proceeds further but does not indicate what method is used to cause this reaction. One 
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of ordinary skill in the art would not be able to determine what compositions would meet 
this limitation without undue experimentation. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 18-29 and 31-38 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential elements, such omission amounting to a gap 
between the elements. See MPEP § 2172.01. The omitted elements are: method of 
causing the crosslinking reaction to proceed further. Applicant's claims require that the 
reaction proceeds further but does not indicate what method is used to cause this 
reaction. One of ordinary skill in the art would not be able to determine what 
compositions would meet this limitation without undue experimentation. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 18-29 and 31-38 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Anderson et al (6,710,175). 

Anderson et al disclose a starch and polymer combination for increasing the 
strength of paper. The polymer includes reactive amine group (col. 6, lines 60-67) and 
includes polyvinylamine (col. 9, lines 20-50). Anderson further indicates that the starch 
and polymer can react simply by mixing (col. 5 lines 10-16) and that further reaction can 
take place under heated conditions prior to addition to the papermaking process (col. 
14, lines 45-60 and col. 20, lines 7-20). Experiment 3 indicates that the reaction may 
take place at pH of 1 1 .7 and then subsequently be reduced with HCI to 5.0. One 
example indicates that the viscosity can be 31 mPa (col. 38, lines 10-15). The pulp is 
subsequently dried by a Rapid-Kotchen sheet former (col. 39, lines 50-1 1). Though 
Anderson indicates many possible ways of combining the starch and polymer to arrive 
at the paper strengthening mixture, the specific claimed process steps are not shown. 

However, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to vary the method steps since Anderson discloses that 
many various orders of combining, heating, and pH modification may be used. See In 
re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946) (selection of any order of 
performing process steps is prima facie obvious in the absence of new or unexpected 
results) and In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of any 
order of mixing ingredients is prima facie obvious). See MPEP 2144.04(IV)(C). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Felton whose telephone number is 571-272- 
4805. The examiner can normally be reached on Monday to Friday, 7:30 AM to 4:30 PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on 571-272-1 189. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



STEVEN R GRIFFIN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 




